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DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exanm ner’s final
rejection of clains 1-8, 10 and 24. Clainms 9, 12-20, 25 and

26 are withdrawn from consi deration as being drawn to a non-
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el ected i nventi on. Clains 11 and 21-23 have been cancel ed.

Appellant’s invention relates to an adaptor (22, 76) for
a beam or bar clanp assenbly (10, 70). The adaptor (22, 76)
is for allowing a plurality of clanping fixtures (42, 43, 83,
84, 103, 104, 200, 202) to be interchangeably nounted using a
connector (34, 79) and a fastener bolt (53) to a plurality of
beam and bar clanp assenblies (10, 70) shown in Figures 1 and
7. The adaptor (22) includes fastener clips (24) with
tightening screws (36) for rel easably engaging and gripping a
jaw (14) of a beam/ bar clanp (10, 70) and a protective | edge
(38) for preventing the work piece fromcontacting the beam or
bar (12, 14) of the clanp assenmbly. A representative copy
reproduced from appellant’s brief of independent clains 1 and

24 is attached to this decision.

The prior art references of record relied upon by the

exam ner as evi dence of obvi ousness are:

Peri ol at 1,498, 638 Jun. 24, 1924
Durfee, Jr. 4,923, 186 May 8, 1990
Ni shi mur a 4,953, 840 Sep. 4,
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1990

Ni nt z 5,064, 178 Nov. 12, 1991

Claims 1-8 and 10 stand rejected under 35 U S.C. § 112,
first paragraph, as containing subject matter which was not
described in the specification in such a way as to reasonably
convey to one skilled in the relevant art that the inventor at
the time the application was fil ed, had possession of the
claimed invention. According to the exam ner “[t] he phrase
‘configured to rel easably engage and grip at |east two
adj acent or two opposing surfaces of a jaw of a beam clanp’ in
claiml1, lines 3-4 is new matter and is required to be

del eted.”

Clainms 1-8 and 10 stand rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch appel |l ant regards as the invention.

Claims 1-4, 8 and 10 stand rejected under 35 U.S.C. 8§ 103
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as being unpatentable over Durfee in view of Nintz and

Peri ol at.

Clainms 5-7 and 24 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentable over Durfee in view of Nintz and Peri ol at
as applied to clains 1-4, 8 and 10 above, and further in view

of Ni shi mur a.

Rat her than attenpt to reiterate the exam ner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and appel |l ant
regarding the rejections, we nake reference to the fina
rejection (Paper No. 11, mailed February 4, 1998) and the
exam ner’s answer (Paper No. 16, nmil ed Decenber 8, 1998) for
the reasoning in support of the rejections, and to appellant’s
brief (Paper No. 15, received October 13, 1998) and
appellant’s reply brief (Paper No. 17, received February 17,

1999) for the argunents thereagainst.

OPI NI ON
I n reaching our decision in this appeal, we have given
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careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the

exam ner.

We turn first to the exam ner’s rejection of appeal ed
claims 1-8 and 10 under 35 U.S.C. § 112, first paragraph,
whi ch rejection we understand to be based upon the witten
description requirenent of the first paragraph of § 112. In
general, the test for determ ning conpliance with the witten
description requirenment of § 112, first paragraph, is whether
t he disclosure of the application as originally filed
reasonably conveys to the artisan that the inventor had
possession at that tinme of the later clainmed subject matter,
rat her than the presence or absence of literal support in the
specification for the claimlanguage under consideration.
Further, it is also well settled that the content of the
drawi ngs may be considered in determ ning conpliance with the

written description requirenment. See Wang Laboratories Inc.

v. Toshiba Corp.. 993 F.2d 858, 865, 26 USPQ2d 1767, 1774

(Fed. Cir. 1993); Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555,
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1563- 64, 19 USPQ2d 1111, 1116-17 (Fed. Cir. 1991); see also

In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.

Gir. 1983).

Appel | ant sets forth (brief, page 4) that the claim
| anguage that defines the adaptor as “configured to rel easably
engage and grip at |east two adjacent or two opposing surfaces
of a jaw of a beam clanp,” which was added to claim 11, lines
3-4 in Paper
No. 7, finds support on page 6, lines 16-20 and is shown in
Figures 1 and 7 of the application which show how the adaptors

engage both adjacent and opposing surfaces of jaws of a beam

clanp. In the office action subsequent to Paper No. 7, the
exam ner’s response, Paper No. 11, page 4, lines 8-11, was
that “such | anguage is not herein found . . . or defined in
the descriptive portion of the specification.” Appellant

further argues in the Brief, pages 4-7, that if the adaptor is
configured to "engage and grip a vertical flange portion 30 of
jaws 14 and 16" (as set forth at page 6, lines 16-20 of the
original specification), the adaptor nust necessarily "engage
and grip at |least two adjacent or opposing surfaces of a jaw
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of a beam clanp" as set forth in anmended claim1l. The

exam ner responded to this argunent in the answer, page 6, by
poi nting out that the angular clips (24, 77) in the

enbodi nrents shown in the Figures 1 and 7 “only engage the
vertical rear edge of flange 30 and appears to be incapabl e of
engagi ng any flange surface whatsoever." Appellant responded
(reply brief, pages 1-2) with the argunent that the claim

| anguage requires that the “adaptor” and not only the clips
(24, 77) be "configured to rel easably engage and grip at | east
two adjacent or two opposing surfaces of a jaw of a beam
clamp. " Appellant further points out that the rear wall (28)
of the adaptor engages only the face of the jaw (14) and then

all eges that clips (24) engage “the edges (i.e., adjacent

surfaces) and/or rear surfaces (i.e., surfaces opposite the

face of the jaw) of the jaw”

We understand fromthe specification, page 6, |line 16-32
and drawi ngs Figures 1 and 7, that the angled fastener clips
(24, 77) are angled starting at the rear edge of the block
(26) and are adjustably fastened to the block (26) with screws
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(36) to adjust the securing force of the clips (24, 77) to the
vertical flange portion (30) of jaws (14, 16). As is apparent
fromFigures 1,

4-7 and 12 of the application drawings, in order to be able to
adj ust the securing force of the clips (24, 77), the angled
face of the clips (24, 77) are in contact with the rear
vertical edge of the jaws (14, 16). Thus, we agree with the
exam ner that the clips (24, 77) contact a rear vertical edge
of the flange portion (30) and do not contact a surface of the
jaws (14, 16). Accordingly, the adaptor (22) only contacts a
single surface of the vertical flange portion (30) of the jaw
and therefore we conclude that an adaptor configured to

rel easably engage and grip "at |east two adjacent or two
opposing surfaces of a jaw of a beam clanp” is not disclosed

in the instant application.

Wth respect to appellant’s argunents on page 5 of the
Brief, that the above rejection under section 112, first
par agraph, is both procedurally and substantively inproper,
appel l ant argues that upon inform ng the exam ner in Paper
No.7 of the location for support of the matter added to claim
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1, the exami ner did not nmeet his initial burden of presenting
evi dence or reasoning to explain why persons skilled in the
art would not recognize in the disclosure a description of the
i nvention described in the claims. Upon reviewing the Ofice
actions subsequent to the amendnment of Paper No. 7 (the final
rej ection, Paper No. 11 and the exam ner’s answer, Paper No.
16), we do not agree with appellant’s assertion of

i npropriety. The exam ner provided evidence and reasoning in
Paper No. 11, pages 2 and 4, and expanded the explanation of

t he evidence and reasoning in the exam ner’s answer on page 6.
The evidence and reasoning provi ded by the exam ner and not

di sputed by appellant included the fact that the terms “two
adj acent surfaces” and “two opposing surfaces” are not defined
in the specification and that the angular clips (24) are shown
in the drawi ngs as only engaging a vertical edge of the flange
(30) and not a surface of the flange. Even though the

exam ner may not have articulated his position clearly enough
for appellant to understand, upon review of Papers No. 11 and
16, we note that the exam ner did provide evidence and
reasoning as to why one of ordinary skill in the art would not
recognize in the originally filed disclosure a description of

9



Appeal No. 1999-1758
Application No. 08/ 787,971

the invention now set forth in clains 1-8 and 10 on appeal.
Accordingly, we conclude that the rejection under section 112,

first paragraph, is procedurally and substantively proper.

Wth respect to appellant’s argument on the bottom of
page 6 of the brief, appellant argues that original claim5
i ncludes the | anguage "first and second fastening clips which
are secured to the adaptor, the clips being configured to
engage opposite sides of a jaw of a beam cl anp assenbl y" gives
basis fromthe original disclosure for the phrase "adaptor
configured to rel easably engage and grip at |east two adjacent
or two opposing surfaces of a jaw' set forth in claim1. Upon
reviewing of claim2l1 on appeal and original claim5, we note

that claim5 refers to "opposite sides of a jaw' and that

claiml refers to "at | east two adjacent or two opposing
surfaces of a jaw." Since the "opposite sides" |anguage of
claim5 is clearly different fromthe "two adjacent or two
opposi ng surfaces"” | anguage of claim1 and is al so somewhat
anbi guous, we conclude that the structure defined in original
claim5 is not sufficient to reasonably convey to one skill ed

in the relevant art that the inventor, at the time the
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application was filed, had possession of the clainmed invention

as defined in claim1l on appeal.

Accordingly, we will sustain the exam ner’s rejection of

claims 1-8 and 10 under 35 U.S.C. § 112, first paragraph.

Now we | ook to the rejection of clainms 1-8 and 10 under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe
subj ect matter which appellant regards as the invention.
Specifically, claim1 includes the recitation "an adaptor
configured to rel easably engage and grip at |east two adjacent
or two opposing surfaces of a jaw of a beamclanmp."” The
exam ner contends (answer, page 6) that there is no clear
description in the instant specification defining what is
being clained and no reference characters in the drawings to
desi gnate the adjacent or opposing surfaces as set forth in
claim1 on appeal. The exam ner further contends that the
angul ar clips 24 of appellant’s invention in fact engage no
surfaces of the jaw (14, 16). W agree with the appell ant
(Reply Brief, page 3) that the exact wording of the clains is
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not required to be part of the specification. However, the
qguestion under 35 U S.C. 8§ 112, second paragraph is whether

t hose having ordinary skill in the art are capabl e of
ascertaining the metes and bounds of the claimed subject
matter. Ascertaining the nmetes and bounds of the clainms, one
of ordinary skill in the art has to ascertain the neaning of
the claimlanguage in |light of the specification. Therefore
the subject matter, i.e., structure, set forth in the clains
has to be ascertainable from subject matter disclosed in the

specification.

Wth this as our basis, we |ook to the specification to
ascertain what structure is being referred to by the phrase
"configured to rel easably engage and grip at |east two
adj acent or two opposing surfaces of a jaw of a beam cl anp.”
Appel | ant sets forth (reply brief, page 3) that one surface of
the jaw is engaged by the rear wall (28) of the adaptor (22)
and that the angular clips (24) engage a vertical rear edge of
the vertical flange portion (30) of the jaw. According to the
appellant (reply brief, page 3), since the angular clip (24)
engages a vertical rear edge of the jaw then the clip (24)
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engages a surface of the jaw, and that surface nmay be
considered to be opposite, adjacent or both to the face of the
jaw (14) which is engaged by the rear surface (28) of the
adaptor (22). As set forth above under the section 112, first
par agraph rejection, we understand each angular clip (24) to
engage a rear edge of the vertical flange portion (30) of the
jaw and not a surface of the jaw. |In contrast to appellant’s
position, we note that the edge or corner of the vertical
flange portion (30) is a line where two surfaces neet and is
not a surface. Thus, contrary to the appellant's assertions
in the reply brief, the edge or corner nmay not be considered a
surface opposite, adjacent or both to the face of the jaw of
flange (30). Therefore, we conclude that the specification
does not disclose the subject matter set forth in claiml1,
lines 3-4 and that the claimlanguage on its face is not
under st andabl e, because we do not understand what surfaces of
the jaw are being defined. Accordingly, we will sustain the
rejection by the examner of clains 1-8 and 10, under 35

Uu.S. C

8§ 112, second paragraph.
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In regards to the rejection of clainms 1-4, 8 and 10 under
35 U.S.C. 8 103 as being obvious over Durfee in view of Nintz
and Periolat and the rejection of claims 5-7 under 35 U S.C. §
103 as bei ng obvious over Durfee in view of Nintz and Periol at
and further in view of Nishinmura. W enphasis again that
t hese clainms contain unclear | anguage which renders the
subj ect matter thereof indefinite for reasons stated supra as
part of the rejection of claims 1-8 and 10 under 35 U.S.C. 8§
112, second paragraph. Accordingly, we find that it is not
possible to apply the prior art relied upon by the exam ner to
these clainms in deciding the question of obviousness under 35
U S.C. 8 103 without resorting to consi derable specul ati on and
conjecture as to the nmeani ng of the questioned configuration
to rel easably engage and grip at |east two adjacent or two
opposi ng surfaces of a jaw of a beamclanp in the claims.
This being the case, we are constrained to reverse the
exam ner’s rejection of claims 1-4, 8 and 10 under 35 U. S.C. 8§

103 in light of the holding in ln re Steele, 305 F.2d 859,

862-63, 134 USPQ 292, 295 (CCPA 1962) and In re WIson, 424

F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). W hasten to

add that this reversal of the examner’s rejection is not
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based on the nerits of the rejection, but on technical grounds
relating to the indefiniteness of the appeal ed cl ai ns.
Accordingly, we will not sustain the exam ner’s rejection of

clainms 1-8 and 10 under 35 U.S.C. § 103.

The | ast rejection for our consideration is that of
i ndependent claim 24 under 35 U . S.C. §8 103 as bei ng obvious
over Durfee in view of Nintz, Periolat and Nishimura. In
reviewi ng the exanm ner’s rejection, on pages 4 and 5 of the
answer, the examner is of the view that Durfee shows a cl anmp
havi ng a detachabl e jaw (adapter bloc) which includes a
protective |l edge 21 (Figure 1 of Durfee). The exam ner views
Ninmtz as teaching a beam clanp (10) having protective | edges
(26, 28); Periolat as teaching a threaded bore in a jawto
recei ve rel easabl e work piece clanping fixtures; and Ni shinura
as teaching an adjustable clip assenbly (10) to attach an

adapter block to a jaw with a threaded fastener (9).

Wth respect to appellant’s argunments on pages 12-13 and
15 of the brief, we agree with appellant in that the teachings
of Durfee, Nintz, Periolat and Nishimura are from diverse art
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areas and that conbi nation of the references is questionable
at best. Moreover, even if the conbination proposed by the
exam ner were to be deenmed proper, we agree with appellant’s
argunment (brief, pages 11 and 13-15) that the combination of
Durfee, Nintz, Periolat and Nishinura fails to teach an
adaptor configured to be secured to the jaw of a beam cl anp
assembly, having a work piece engaging surface with a
protective | edge extending integrally therefromand having a
connector for releasably attaching a work piece clanping
fixture to the adaptor as set forth in claim24. Upon
reviewi ng Durfee, we note that Durfee includes an adapter

bl ock or plate (20) with a connector (41, 36) for releasably
attaching a work piece clanmping fixture (21) to the work piece
engagi ng surface (25) of the block or plate (20). Contrary to
t he exam ner’s position, the adaptor of Durfee does not also
include "a protective | edge which extends integrally fromthe
wor kpi ece engagi ng surface" as required in appellant’s claim
24 on appeal. If the structure (21, 41, 36) of Durfee were to
be read as being a "protective | edge which extends integrally
fromthe work piece engaging surface of the adaptor bl ock™ as
in appellant’s claim 24, then the adaptor of Durfee would have
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no "connector on the adaptor block for releasably attaching a
wor kpi ece changing fixtures to the adaptor block,"” as required
in claim?24. Accordingly, we agree with the appellant (brief,
pages 13-14) that even though both Durfee and Nintz disclose

protective | edges, neither reference discloses a protective

| edge which extends integrally fromthe work piece engaging

surface of the adaptor bl ock, (enphasis added) and a connector

for releasably attaching a work piece clanping fixture. 1In
l'ight of the foregoing, we cannot sustain the exaniner’s

rejection of claim24 under 35 U S.C. § 103.

CONCLUSI ON

I n summary, the examiner’s decision to reject clainms 1-8
and 10 under 35 U.S.C. 8§ 112, first paragraph and second
par agr aph, has been affirmed and the exam ner’s decision to
reject clains

1-8, 10 and 24 under 35 U.S.C. 8 103 has been reversed.

No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
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CLAIM 1

1. An adaptor for interchangeably connecting any of a
plurality of clanping fixtures to a beam cl anp assenbly,
conpri si ng:

an adaptor configured to rel easably engage and grip at
| east two adj acent or two opposing surfaces of a jaw of a beam
cl anp and;

A-2
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a connector on the adaptor for translationally fixing and
rel easably attaching a workpiece clamping fixture to the
adapt or.

CLAIM 24

24. An adaptor for interchangeably connecting any of a
plurality of clanping fixtures to a beam cl anp assenbly,
conpri si ng:

an adapt or bl ock;

a fastener attached to the adaptor bl ock for rel easably
securing the adaptor block to a jaw of a beam cl anp assenbl y;

a connector on the adaptor block for releasably attaching
a workpiece clanmping fixture to the adaptor bl ock;

t he adaptor bl ock including a workpi ece-engagi ng surface
whi ch faces toward an opposi ng second jaw of a beam cl anp
assenbly when the adaptor is secured to a first jaw of the
beam cl anp assenbly; and

a protective | edge which extends integrally fromthe
wor kpi ece-engagi ng surface so that it is disposed adjacent to
a beam of a beam clanp assenbly when the adaptor is nounted on
t he beam cl anp assenbly, whereby the | edge is interposed
bet ween a wor kpi ece and the beam when a workpi ece i s engaged
by the workpi ece-engagi ng surface of the adaptor nounted a jaw
of the beam cl amp assenbly, and whereby contact between the
wor kpi ece and the beamis avoi ded.

A-2



Appeal No. 1999-1758

Application No.

08/ 787,971



